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DETAILED ACTION 
Specification 

1. The substitute specification received 10/30/06 has been approved and entered. 

Withdrawn Claim Rejections - 35 USC § 102 

2. The amendment and persuasive arguments received 10/30/06 have overcome 

the prior rejection, and it is withdrawn. 

New Grounds of Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. § 102 

that form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1-20 are rejected under 35 U.S.C. § 102(b) as being anticipated by 
Plessky et al. U.S. 6,043,585 (of record). 

Figs. 4a, 4b, 6a and 6b of Plessky et al. disclose a surface acoustic wave (SAW) 
filter of the invention, wherein it must be noted that the T-sections of Fig. 4a, b may be 
replaced with the T-sections with capacitors of Fig. 6a, b and further resonator sections 
may be added to the filter (see col. 7, lines 59-62) as long as the mirror symmetry (e.g. 
about line 127 in Fig. 4a) is maintained. Also due to the open claim language 
"comprising", additional elements in the filter are irrelevant to the claimed invention. 

Therefore, a four T-section ladder filter with another T-section added on each 
side of the device in Fig. 4a, b, discloses the inventive filter comprising: a piezoelectric 
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board on which are formed (see col. 3, lines 18-20) a first SAW resonator 57; a second 
SAW resonator 59 connected in series thereto at a first node 52 (Fig. 4a); a third SAW 
resonator 61 connected in series with the second resonator 59 at a second node 53; a 
fourth SAW resonator (57 of the added T-section) connected to the third SAW resonator 
61 at a third node 55; a fifth SAW resonator 58 connected between the first node 52 and 
ground; a sixth SAW resonator 62 connected between the third node 55 and ground; a 
first capacitance element 108 connected between the second node 53 and ground (i.e. 
and in parallel to resonator 60); a first inductance element, being a wire lead (see col. 3, 
lines 55-56 and col. 1, lines 59-62) connected to the piezoelectric board at point 64, is 
connected between the fifth SAW resonator 58 and ground to be in series with the 
resonator; and a second inductance element, being a lead wire connected to the 
piezoelectric board at point 66, is connected between the sixth SAW resonator 62 and 
ground so as to be in series with the SAW resonator, wherein the wire leads are 
inherently inductance elements as evidence by other art of record cited below and by 
Applicants' claims 13, 14, 17 and 20. 

Regarding claims 2 and 3, the filter also comprises a second capacitance 
element 109 connected between the first node 52 and ground (i.e. in parallel with 
resonator 58), and a third capacitance element 109 connected between the third node 
55 and ground (i.e. in parallel with resonator 62). Regarding claims 4-6, 15, 16, 18 and 
19, each of the capacitances is arranged on the piezoelectric board, and has toothed 
portions extending from an electrode of the respective node and from the ground facing 
that electrode, thereby forming interdigital electrode capacitances as shown in Fig. 6a. 
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Regarding claims 7-12, the filter is used in a larger device by being connected to other 
elements by the wire leads (see col. 6, lines 30-32 and col. 7, lines 60-62). 

New Grounds of Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. § 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

6. Claims 1-20 are rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Uu JP 10-13187 in view of Plessky U.S. 6,043,585 (each of record). 

Fig. 16 of Uu discloses the invention for reasons of record as discussed in depth 
in paragraph 2 of the prior Office action. 

However, as correctly argued by Applicants, Uu does not explicitly disclose first 
and second inductances respectively connected between the parallel fifth SAW 
resonator (51 p or 52p) and sixth SAW resonator (53 or 54p) and ground so as to be in 
series with the associated resonator. 
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As noted above and evidenced by other art of record, bonding wires inherently 
form inductances. Additionally, the resonator connections for the input, output and 
ground of Uu must be made in some manner, and the only two art-recognized 
alternatives for doing so are face down bump bonding or by bonding wires. 
Furthermore, Plessky discloses that the bonding wires and the number of bonding wires 
can be used to adjust the characteristics of the filter (see col. 6, lines 25-40). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have modified the filter of Uu, if even necessary, such 
that the filter would have been mounted and connected to other devices and ground via 
bonding wires, which inherently provide inductances, because such an obvious 
modification would have been a mere art recognized alternative mounting structure, and 
use of bonding wires would have provided the benefit of adjusting the characteristics of 
the filter (i.e. via the inductances thereof), as suggested by Plessky (ibid.) and as would 
have been extremely well known by one of ordinary skill in the art, as also evidenced by 
other art of record discussed below. 

Response to Arguments 

7. Applicant's arguments with respect to claim 1 have been considered but are moot 

in view of the new ground(s) of rejection. 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Satoh et al. RE37.790 provides evidence that it would have been extremely well 
known to adjust characteristics of a SAW ladder filter by providing bonding wire 
inductances in series with the parallel resonators of the filter (see e.g. Figs. 13-17 and 
the discussions thereof). 

Similarly, Ikada U.S. 6,359,672 discloses a SAW filter using bonding wire 
inductances in series with the parallel resonators to adjust the characteristics of the filter 
(see e.g. Figs. 1 , 3, 5 and 6). 

Ikata et al. U.S. 6,380,823 provides evidence that bonding wires inherently are 
inductance elements (see Fig. 15 and col. 15, line 33), as does Ikata et al. U.S. 
5,561,406 (see Fig. 8 and the discussion thereof). 
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10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Barbara Summons whose telephone number is (571) 
272-1771. The examiner can normally be reached on M-Th, M-Fr. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bob Pascal can be reached on (571) 271-1769. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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